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Bef ore Qui nn, Hohein and Drost, Adm nistrative Trademark
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Qpi nion by Quinn, Adm nistrative Tradenmark Judge:

An application was filed by CableTrim Inc. to
regi ster the mark CABLETRI M for “wood nol di ngs.”?!

The trademark exam ning attorney refused registration
under Section 2(e)(1) of the Trademark Act on the ground
that applicant’s mark, as applied to applicant’s goods, is

nmerely descriptive thereof.

! Application Serial No. 76522619, filed June 13, 2003, based on
an allegation of a bona fide intention to use the nark in
comer ce.



Ser No. 76522619

When the refusal was nade final, applicant appeal ed.
Applicant and the exanmining attorney filed briefs.? An oral
heari ng was not request ed.

The exam ning attorney maintains that the mark nerely
descri bes decorative wood nolding, also called “trim” that
functions to hide cable wires running along interior walls.
The exam ning attorney, relying on dictionary definitions,
contends that each of the words “cable” and “trini has
descriptive significance relating to the nature of
applicant’s goods, and that the conbination of the two
words retains a nerely descriptive character. The
exam ning attorney al so submtted excerpts fromapplicant’s
web site.

Applicant argues that its mark is suggestive, and that
the exam ning attorney has not nmet his burden of proof in
showi ng that the mark is nerely descriptive. According to
applicant, each of the two words conprising the mark has
numer ous neani ngs, and that the conbined terns do not
i mredi ately identify a purpose or function of the goods.

Applicant contends that the word “cable” is taken fromthe

2 Throughout the examination of this application, including the
final refusal, the basis of the refusal was mere descriptiveness.
Applicant and the exam ning attorney clearly understood this, and
the issue was argued in the respective briefs. Thus, we do not
understand the paragraph in the exam ning attorney’s brief (pp.
5-6) relating to genericness. W can only conclude that the
exam ni ng attorney nade a m st ake.
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electronics field, and that this word has never been
associated with noldings or “trinf in the building trade.
Thus, applicant argues, its mark is an incongruous

j uxt aposition of words, and custoners nust utilize thought
or perception to determ ne what characteristic or feature
the mark describes. In urging that the refusal to register
be reversed, applicant submtted third-party registrations
of TREMformative marks purportedly simlar to applicant’s
mar k; phot ographs of applicant’s goods; pronotional

i nformati on about the goods set forth in a Power Poi nt®
presentation prepared by applicant; and pronotional
materials regarding two ot her wood nol di ng products sold by
third parties.

Atermis merely descriptive of goods or services,
within the neani ng of Trademark Act Section 2(e)(1), if it
forthwith conveys an imedi ate i dea of an ingredient,
quality, characteristic, feature, function, purpose or use
of the goods or services. See, e.g., In re Gyulay, 820
F.2d 1216, 3 USPQ2d 1009 (Fed. G r. 1987); and In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). A termneed not imediately convey an idea of each
and every specific feature of the applicant’s goods or
services in order to be considered nerely descriptive; it

i s enough that the term descri bes one significant
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attribute, function or property of the goods or services.
See Inre HU DD L. E, 216 USPQ 358 (TTAB 1982); and In re
MBAssoci ates, 180 USPQ 338 (TTAB 1973).

Whet her a termis nerely descriptive is determ ned not
in the abstract, but in relation to the goods or services
for which registration is sought, the context in which it
is being used or is intended to be used on or in connection
Wi th those goods or services, and the possible significance
that the termwould have to the average purchaser of the
goods or services because of the manner of its use or
i ntended use. That a term may have ot her nmeanings in
different contexts is not controlling. In re Polo
International Inc., 51 USPQ2d 1061 (TTAB 1999); and In re
Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). It is
settled that:

....the question of whether a mark is nerely
descriptive nust be determ ned not in the
abstract, that is, not by asking whether one
can guess, fromthe mark itself, considered in
a vacuum what the goods or services are, but
rather in relation to the goods or services for
whi ch registration is sought, that is, by
aski ng whet her, when the mark is seen on the
goods or services, it imrediately conveys

i nformati on about their nature.

In re Patent & Tradenmark Services Inc., 49 USPQRd 1537,

1539 (TTAB 1998).
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When two or nore nerely descriptive terns are
conbi ned, the determ nation of whether the conposite mark
al so has a nerely descriptive significance turns on the
question of whether the conbination of terns evokes a new
and uni que commercial inpression. |f each conponent
retains its merely descriptive significance in relation to
t he goods or services, the conbination results in a
conposite that is itself nerely descriptive. See, e.g., In
re Tower Tech, Inc., 64 USPQ2d 1314 (TTAB 2002) [ SMARTTONER
nmerely descriptive of commercial and industrial cooling
towers]; In re Sun Mcrosystens Inc., 59 USPQ2d 1084 (TTAB
2001) [ AGENTBEANS nerely descriptive of conputer prograns
for use in devel opnment and depl oynent of application
prograns]; In re Putnam Publishing Co., 39 USPQd 2021
(TTAB 1996) [FOOD & BEVERAGE ONLI NE nerely descriptive of
news information services for the food processing
industry]; and In re Copytele Inc., 31 USPQR@d 1540 (TTAB
1994) [ SCREEN FAX PHONE nerely descriptive of facsimle
term nals enpl oyi ng el ectrophoretic displays].

In order to properly analyze the issue, it is
i nperative to understand the nature of applicant’s goods.
Appl i cant describes its goods as “decorative noldings that,
after installation, form passageways for wiring and

associ ated conponents.” (Response, July 9, 2004, p. 3).
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Appl i cant’ s Power Point® slides, created to pronote the
goods, reveal additional information about the goods. The
goods were devel oped in response to “explosive gromh in
home aut omati on, conputer networking, security, audio/video
and in hone theater/entertai nnent systens” and the
“expandi ng need for additional honme | owvoltage cabling and
wiring i.e. phone, co-axial, twsted pair, speaker wring,

fiber optics, etc. Appl i cant describes its “solution”
for “low voltage wiring conceal nent” as follows: “A
conplete, attractive system of renovable wood nol dings with
hi dden brackets to provide continuous routing channels for
| ow-vol tage wiring, connecting conponents and control
systens throughout the hone.” This sanme information
appears on applicant’s web site.

The term “cable” is defined, in pertinent part, as “a
strong, |arge-dianeter, heavy steel or fiber rope;
sonet hing that resenbl es such steel or fiber rope.” The
term®“trim” as defined in the sane dictionary, neans, in

rel evant part, “exterior ornanentation, such as nol di ngs or

framework, on a building.” The American Heritage

Di ctionary of the English Language (3d ed. 1992).3

® The exanining attorney, in his appeal brief, refers to an
addi tional dictionary definition of the term*“trinf showing it
defined as “the lighter woodwork in the finish of a building
especially around openings.” Merriam Wbster Online Dictionary
(www. merri am webster.con). The exam ning attorney should have
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The term “cable” is a comonly understood and
recogni zed term and, as shown by the evidence of record,
applicant’s goods function to conceal cable wres.

The dictionary definition shows that the term“trinf
refers to noldings, and applicant concedes “the term‘trim
is infrequently used to describe interior noldings.”
(Response, July 9, 2004, p. 3). W note that applicant
itself, inits brief, uses the term*“trini to refer to its
goods: “the product is not trimfor a cable, but is trim
designed to be installed on the interior surfaces of a
room” (Brief, p. 6).

Based on the evidence of record, we find that the
terns “cable” and “trinf are at |east nerely descriptive
terms when applied to applicant’s wood nol ding. The
conbi ned term CABLETRIM al so is as nerely descriptive as
the individual ternms. Wen the proposed mark is viewed in
the context of applicant’s goods, the termimredi ately
infornms prospective custoners that applicant’s goods
conprise trimthat is designed to conceal electronic cable.

The fact that applicant may be the first and only user

of the merely descriptive term CABLETRI M does not justify

introduced this online dictionary definition earlier in the

exam nati on phase. See In re Total Quality Goup Inc., 51 USPQd
1474, 1476 (TTAB 1999). Accordingly, the definition has not been
considered. |In any event, the definition is essentially

cumul ative of the other listings already of record.
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regi stration inasnuch as the only significance conveyed by
the termis nerely descriptive. 1In re National Shooting
Sports Foundation, Inc., 219 USPQ 1018 (TTAB 1983).

The five third-party registrations of TRIMformative
mar ks relied upon by applicant are not persuasive of a
different result. Wile uniformtreatnment under the
statute is an admnistrative goal, our task in this appea
is to determ ne, based on the record before us, whether
applicant’s particular matter sought to be registered is
nmerely descriptive. See In re Nett Designs Inc., 236 F.3d
1339, 57 USPg2d 1564, 1566 (Fed. Cir. 2001) [“Even if prior
regi strations had sonme characteristics simlar to
[applicant’s] application, the PTO s all owance of such
prior registrations does not bind the Board or this
court.”]; and In re Best Software Inc., 58 USPQ2d 1314
(TTAB 2001).

We concl ude that the proposed mark CABLETRIMis nerely
descriptive of wood nolding or “trinf used to conceal cable
wires running along interior walls and fl oors.

Decision: The refusal to register is affirned.



